
United States Patent and Trademark Office 




flTED^TATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box I4S0 

Alexandria, Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/527,349 



26164 



03/10/2005 



7590 05/12/2006 

FISH & RICHARDSON P.C. 

P.O BOX 1022 

MINNEAPOLIS, MN 55440-1022 



Jeremy Nicholas Burrows 



06275-445USI 



8638 



EXAMINER 



CHU, YONG LIANG 



ART UNIT 



PAPER NUMBER 



1626 

DATE MAILED: 05/12/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 
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Applicant(s) 

BURROWS ET AL. 


Examiner 
Yong Chu 


Art Unit 

1626 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 21 April 2006 . 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-12 and 15-18 is/are pending in the application. 

4a) Of the above claim(s) 2 and 7-9 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 1, 3-6, 10-12. and 16 Is/are rejected. 

7) D Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)[J accepted or b)n objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)IEI All b)n Some * c)[J None of: 

1 Certified copies of the priority documents have been received. 

2. 13 Certified copies of the priority documents have been received in Application No. UK0221246.2 . 
3.13 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 

2) Cn Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 4/21/2006 . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/l\/lail Date. . 

5) □ Notice of Infomial Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 05032006 
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DETAILED ACTION 

Claims 13-14 are cancelled by amendment filed on 10 March 2005. 
Claims 1-8, 10-12, and 15-17 are amended by amendment filed on 10 March 
2005. Therefore, claims 1-12, and 15-18 are currently pending in the instant 
application. 

Information Disclosure Statement 

Applicant's Information Disclosure Statements, filed on 21 April 2006 have 
been considered. Please refer to Applicant's copies of the PTO-1449 submitted 
herewith. 

Priority 

This application is a 371 of PCT/GB03/03907, filed on 9 September 2003. 
Acknowledgement is made of Applicant's claim for UK Patent Application 
0221246.2 under 35 U.S.C. §119(a-d), filed on 13 September 2002. 



Response to Lack of Unity 

The response to the restriction request with election of species of the 
compound disclosed in the Specification as Example 8A 
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on page 64 by Applicants' representative, John 



T. Kendall dated on 20 April 2006, has been considered. 

Applicants' argument in the response to the restriction requirement 
regarding Group l-IV is persuasive due to the misunderstanding of the original 
definition of V in Claim 1 by the Examiner. The restriction requirement on Group 
l-IV has been withdrawn. Since prior arts have been identified, the unity of 
invention lacks, and new ground of restriction requirement is required with Group 
I and II. During the phone conversion with Applicant's representative, John T. 
Kendall on 8 May 2006, it has been confirmed that Group I is elected in 
response to the new restriction requirement. 

Group I: Claims 1 , 3-6, 10-12, and 16 are drawn to a compound or composition 
which contains at least one compound of formula (lA) 
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Group II: Claims 2. 7-9, and 16 are drawn to a compound or composition which 



contains at least one compound of formula (IB) b-(cr«r'^— o 
according to claim 2. 

Status of Claims 




/ \ Rt . , 




The scope of the invention of the elected subject matter is as follows: 

.A 




/ 

Compounds of formula (lA), b-<cr«r"),— , depicted in 
claim 1, wherein: 

and are both O; 
Z is NR®; 
nisOorl; 

WisCR^R^ or a bond; 
V is NR^^S02; 
t is 0 or 1 ; 

The remaining substituents are as defined in claim 1. 

As a result of the election and the corresponding scope of the invention 
identified supra, the remaining subject matter of claims 1, 3-6, 10-12, and 16 are 
withdrawn from further consideration pursuant to 37 CFR 1 .142 (b) as being 
drawn to non-elected inventions. The subject matter which are withdrawn from 
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consideration as being non-elected subject differ materially in structure and 
composition and have been restricted properly a reference which anticipated but 
the elected subject matter would not even render obvious the withdrawn subject 
matter and the fields of search are not co-extensive. 

Therefore, Claims 1, 3-6, 10-12, and 16 are ready to be examined. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1 .48(b) and by the fee 
required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
states and was published under Article 21(2) of such treaty in the English language. 

Claims 1, 3-6. 10-12, and 16 are rejected under 35 U.S.C. 102 (e) as 
being anticipated by Sheppeck et al., 1/1/0 02/096426 with filing date of 
05/23/2002. 
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Applicants instant elected invention in claim 1, 3-6, 10-12, and 16 teaches 



their a pharmaceutically acceptable salts and a pharmaceutical composition 
thereof wherein: 

and are both O; 
Z is NR^ 
n is 0 or 1 ; 

W is CR^R^ or a bond; 
V is -NR^^SOa-; 
tisOorl; 

The remaining substituents are as defined in claim 1 . 



Sheppeck et al. teach a specific compound o 
wherein R'^ is 4-[(2-methyl-4-quinolinyl)methoxyl]anilino and a pharmaceutical 
composition on page 231 of the Specification WO 02/096426 , read on the 



compounds of formula lA, b^or«r<\ — o- 




, depicted in claim 1 , 




Application/Control Number: 10/527,349 
Art Unit: 1626 



Page? 





elected species of Example 8A 



of the instant 



claims 1. 3-6, 10-12. and 16 wherein: 

and are both O; 
ZisNH; 
n is 0 or 1; 
W is a bond; 
Vis -NHSO2-; 
tis 1; 

B is 2-methyl-4-qujnolinyl. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 



Claim Rejections - 35 USC § 103 
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2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



Claims 1, 3-6, 10-12, and 16 are rejected under 35 U.S.C. 103 (a) as 
being unpatentable over Sheppeck et al. WO 02/096426. 

Applicants instant elected invention in claims 1, 3-6, 10-12, and 16 



claim 1 , and their a pharmaceutically acceptable salts thereof wherein: 

and are both O; 
Z is NR^ 
n is 0 or 1 ; 

W is CR^R^ or a bond; 
V is -NR^^SOa-; 
tis 1; 

The remaining substituents are as defined in claim 1 . 

Determination of the scope and content of the prior art (MPEP ^2141.01) 



teaches compounds of formula lA, wcrW),— o- 




NH 



, depicted in 
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Sheppeck et al. teach specific compounds o 
wherein R'^ is 4-[(2-methyl-4-quinolinyl)methoxyl]anilino and a pharmaceutical 
composition on page 231 of the Specification of WO 02/096426, read on the 
instant claims 1, 3-6, 10-12, and 16 wherein: 

and are both O; 
Z is NH; 
n is 0 or 1 ; 
W is a bond; 
V is -NHSO2-; 
tis 1; 

B is 2-methyl-4-quinolinyl. 

Ascertainment of the difference between the prior art and the claims (MPEP 
^2141.02) 

The difference between the said prior art of Sheppeck et al. and the 
instantly claimed compounds is that they do not claim all identical species. 
Finding of prima facie obviousness-rational and motivation (MPEP 52142-2413) 

One skilled in the art would have found the claimed compounds prima 
facie obvious over the prior art, because the claimed compounds are taught by 
Sheppeck et al in the Specification of WO 02/096426. 
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Conclusion 

No claims are allowed. 

Telephone Inquiiy 
Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Yong Chu whose telephone number is 571- 
272-5759. The examiner can normally be reached between 7:00 am - 3:30 pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Joseph K. M-Kane can be reached on 571-272-0699. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more infomnation about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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